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REQUEST FOR RECONSIDERATION

Applicant respectfully files this Request for Reconsideration in response to, and within six (6) months

of, the Final Office Action dated March 4, 2013. 

REMARKS

The following remarks are responsive to the Final Office Action mailed on March 4, 2013.

 

I.          THE REFUSAL

The Examining Attorney has continued and made final the refusal to register Applicant’s mark

“WATERPROOFING IN A BOX” on the grounds that Applicant’s mark is merely descriptive of the

goods identified in the application under Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1).  Final

Office Action, pg. 2, ¶ 2. 

 

II.        ARGUMENT

A.        Applicant’s mark is not merely descriptive

The Examining Attorney alleges that Applicant’s mark merely describes a feature and characteristic of



Applicant’s goods.   Final Office Action, pg. 2, ¶ 2.  Applicant respectfully disagrees and requests

reconsideration and withdrawal of this refusal for the following reasons.

 

A mark is considered merely descriptive if it describes an ingredient, quality, characteristic, function,

feature, purpose or use of the specified goods or services.  In re MetPath Inc., 223 USPQ 88 (TTAB

1984).  The determination of whether or not a mark is merely descriptive must be made in relation to the

goods or services for which registration is sought, not in the abstract.  In re Omaha National Corp., 819

F.2d 1117, 2 USPQ2d 1859 (Fed. Cir. 1987).  This requires consideration of the context in which the

mark is used or intended to be used in connection with those goods and/or services, and the possible

significance that the mark would have to the average purchaser of the goods or services in the

marketplace.  Id. 

 

Further, a combination mark should not be dissected word by word for purposes of

analysis, but should be viewed in its entirety for its impact on purchasers.  In re Hutchinson

Technology, 7 U.S.P.Q. 2d 1490 (Fed. Cir. 1988).  The ultimate issue is the overall commercial

impression that the composite mark as a whole creates on the average reasonably prudent buyer. In re

National Data Corp., 224 U.S.P.Q. 749 (Fed. Cir. 1985).  Even combinations of two or more merely

descriptive components are registrable if the juxtaposition of the words is determined to be inventive or

non-descriptive, or if it evokes a unique commercial impression.  TMEP § 1209.01(b).  In other words,

the commercial impression which is created by a composite mark can be arbitrary or suggestive even

though its separate parts are descriptive.  McCarthy, § 11.10[1].  Therefore, if a mark requires

imagination, thought or perception to arrive at the qualities or characteristics of the goods, then the mark

is suggestive and the mark can be registered.  In re Gyulay, 820. F.2d 1216, 121, 3 USPQ2d 1009 (Fed.

Cir. 1987).

 



Applicant is a supplier of building materials.  Applicant’s identification of goods in International Class

019 is directed to “[ b]uilding materials, namely, waterproofing kits comprised of non-metal building

flashing, sealants, building seam tape, foam-based sealants, and waterproofing membranes for roofing,

floors and walls”.   Based on the plain language of the identification of goods, Applicant’s

waterproofing kits comprise building materials for waterproofing buildings. 

 

The Examining Attorney alleges that Applicant’s mark “immediately conveys the idea that applicant

provides goods for the act of waterproofing and that the goods are available in a container”.   Final

Office Action, pg. 2, ¶ 5.  Applicant respectfully disagrees.

 

Applicant’s standard non-punctuated word mark contains four separate terms, WATERPROOFING,

IN, A, and BOX.  The term WATERPROOFING is a noun with multiple meanings.  For example, the

term WATERPROOFING is defined as “ a substance by which something is made waterproof”.   The

term WATERPROOFING is also defined as “the act or process of making something waterproof”.   

Attached as Exhibit “A” is a true and correct copy of Dictionary.com's definition of the term

WATERPROOFING, http://dictionary.reference.com/browse/waterproofing.  The term BOX is a noun,

defined as “ a container, case, or receptacle”.   Attached as Exhibit “B” is a true and correct copy of

Dictionary.com's definition of the term BOX, http://dictionary.reference.com/browse/box.  The term IN

is a preposition “ used to indicate inclusion within space, a place, or limits” .  Attached as Exhibit “C” is

a true and correct copy of Dictionary.com's definition of the term IN,

http://dictionary.reference.com/browse/in.

 

In order to be merely descriptive, the mark must immediately describe the goods to the prospective

purchaser, i.e., the prospective purchaser need not take mental steps to come to the conclusion that the

mark describes the particular goods in question.  In reviewing Applicant’s mark in its entirety and

relying upon the dictionary definitions provided above, Applicant’s mark has multiple meanings and

therefore susceptible to multiple connotations.  For example, some prospective purchasers are likely to



perceive Applicant’s mark as a substance by which a box is made waterproof (e.g., waterproof

coating on a box that makes the box waterproof).  As another example, some prospective purchasers

may perceive Applicant’s mark as an act or process of making a box waterproof.  As yet another

example, some prospective purchasers may perceive Applicant’s mark as a waterproof box.  None of

the example connotations provided above are analogous to waterproofing kits comprising building

materials for waterproofing buildings. 

 

Further inquiry or imagination is required when there are multiple meanings.  A prospective purchaser is

unlikely to, without further clues, immediately conclude what Applicant’s goods are until he or she

gathers further information (e.g., visit the Applicant’s website or read informational material relating to

the Applicant) in other to perceive the Applicant’s mark as it relates to the Applicant’s goods.   To

come to the conclusion that Applicant’s mark relates to waterproofing kits comprising building

materials for waterproofing buildings, the prospective purchaser must take a series of mental steps,

prompted by further information, to conclude that Applicant is a supplier of building materials, that the

box is a waterproofing kit comprising building materials, and that the building materials may be used

for waterproofing buildings.  These mental steps are necessary to make a conscious connection between

Applicant’s mark and Applicant’s goods to sufficiently conclude that Applicant’s goods may involve

waterproofing kits comprising building materials for waterproofing buildings.

 

Therefore, the combination of terms in Applicant’s mark creates a unique and inventive commercial

impression that requires some measure of imagination and mental steps on the part of the prospective

purchaser in order to grasp the import of the mark.  As such, Applicant’s mark is not merely descriptive

of Applicant’s goods.

 

Further, none of the excerpts that the Examining Attorney relies on in the Final Office Action disclose

marks with multiple connotations.



 

B. Suggestive marks are registrable on the Principal Register

Simply because a mark imparts information about a physical characteristic of the goods

does not render it incapable of functioning as a trademark.  See In re D.C. Comics, Inc., 215

U.S.P.Q. 394,396 (C.C.P.A. 1982).  A suggestive mark differs from a descriptive mark, which

immediately tells something about the goods or services. See In re Shutts, 217 USPQ 363 (TTAB

27 1983).  Suggestive marks, like fanciful and arbitrary marks, are registrable on the Principal

Register without proof of secondary meaning.  Therefore, a designation need not be devoid of all

meaning in relation to the goods and services to be registrable.  TMEP § 1209.01(a).

 

At most, Applicant’s mark is suggestive of waterproofing kits comprising building materials for

waterproofing buildings.  As stated above, suggestive marks are those that, when applied to the goods or

services at issue, require imagination, thought or perception to reach a conclusion as to the nature of

those goods or services. 

 

As discussed above, Applicant’s mark has multiple connotations.   To reach the conclusion that

Applicant’s mark relates to waterproofing kits comprising building materials for waterproofing

buildings, mental steps on the part of the prospective purchaser (in conjunction with gathering

information identifying the Applicant as a supplier of building materials) are required.  Therefore, the

process of recognizing that Applicant’s mark relates to waterproofing kits comprising building

materials for waterproofing buildings requires some thought.

 



Where imagination or forethought is required to reach a conclusion as to a key

characteristic of the product, the mark must be determined to be suggestive not descriptive.  In re WSI

Corporation, 1 U.S.P.Q.2d 1570, 1572 (TTAB 1986).  When the issue of whether the mark is suggestive

or descriptive is not clear, the question is resolved in favor of the applicant.  In re Gourmet Bakers, Inc.,

173 U.S.P.Q. 565, 565 (TTAB 1972).

 

Therefore, as Applicant’s mark is at most a suggestive mark, Applicant’s mark may be

registered on the Principal Register.

 

III.       CONCLUSION

Based on the foregoing remarks, Applicant respectfully submits that the application is in condition for

publication.  The Examining Attorney is invited to telephone the undersigned if it appears a phone

conference would further this application in any way.
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Request for Reconsideration after Final Action
To the Commissioner for Trademarks:

Application serial no. 85592703 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

REQUEST FOR RECONSIDERATION

Applicant respectfully files this Request for Reconsideration in response to, and within six (6) months of,

the Final Office Action dated March 4, 2013. 

REMARKS

The following remarks are responsive to the Final Office Action mailed on March 4, 2013.

 

I.          THE REFUSAL

The Examining Attorney has continued and made final the refusal to register Applicant’s mark

“WATERPROOFING IN A BOX” on the grounds that Applicant’s mark is merely descriptive of the

goods identified in the application under Trademark Act Section 2(e)(1), 15 U.S.C. §1052(e)(1).  Final

Office Action, pg. 2, ¶ 2. 

 

II.        ARGUMENT

A.        Applicant’s mark is not merely descriptive

The Examining Attorney alleges that Applicant’s mark merely describes a feature and characteristic of

Applicant’s goods.   Final Office Action, pg. 2, ¶ 2.  Applicant respectfully disagrees and requests

reconsideration and withdrawal of this refusal for the following reasons.

 



A mark is considered merely descriptive if it describes an ingredient, quality, characteristic, function,

feature, purpose or use of the specified goods or services.  In re MetPath Inc., 223 USPQ 88 (TTAB

1984).  The determination of whether or not a mark is merely descriptive must be made in relation to the

goods or services for which registration is sought, not in the abstract.  In re Omaha National Corp., 819

F.2d 1117, 2 USPQ2d 1859 (Fed. Cir. 1987).  This requires consideration of the context in which the mark

is used or intended to be used in connection with those goods and/or services, and the possible

significance that the mark would have to the average purchaser of the goods or services in the

marketplace.  Id. 

 

Further, a combination mark should not be dissected word by word for purposes of

analysis, but should be viewed in its entirety for its impact on purchasers.  In re Hutchinson

Technology, 7 U.S.P.Q. 2d 1490 (Fed. Cir. 1988).  The ultimate issue is the overall commercial

impression that the composite mark as a whole creates on the average reasonably prudent buyer. In re

National Data Corp., 224 U.S.P.Q. 749 (Fed. Cir. 1985).  Even combinations of two or more merely

descriptive components are registrable if the juxtaposition of the words is determined to be inventive or

non-descriptive, or if it evokes a unique commercial impression.  TMEP § 1209.01(b).  In other words, the

commercial impression which is created by a composite mark can be arbitrary or suggestive even though

its separate parts are descriptive.  McCarthy, § 11.10[1].  Therefore, if a mark requires imagination,

thought or perception to arrive at the qualities or characteristics of the goods, then the mark is suggestive

and the mark can be registered.  In re Gyulay, 820. F.2d 1216, 121, 3 USPQ2d 1009 (Fed. Cir. 1987).

 

Applicant is a supplier of building materials.  Applicant’s identification of goods in International Class

019 is directed to “[ b]uilding materials, namely, waterproofing kits comprised of non-metal building

flashing, sealants, building seam tape, foam-based sealants, and waterproofing membranes for roofing,

floors and walls”.   Based on the plain language of the identification of goods, Applicant’s waterproofing

kits comprise building materials for waterproofing buildings. 



 

The Examining Attorney alleges that Applicant’s mark “immediately conveys the idea that applicant

provides goods for the act of waterproofing and that the goods are available in a container”.   Final Office

Action, pg. 2, ¶ 5.  Applicant respectfully disagrees.

 

Applicant’s standard non-punctuated word mark contains four separate terms, WATERPROOFING, IN,

A, and BOX.  The term WATERPROOFING is a noun with multiple meanings.  For example, the term

WATERPROOFING is defined as “ a substance by which something is made waterproof”.   The term

WATERPROOFING is also defined as “the act or process of making something waterproof”.    Attached

as Exhibit “A” is a true and correct copy of Dictionary.com's definition of the term WATERPROOFING,

http://dictionary.reference.com/browse/waterproofing.  The term BOX is a noun, defined as “ a container, 

case, or receptacle”.   Attached as Exhibit “B” is a true and correct copy of Dictionary.com's definition of

the term BOX, http://dictionary.reference.com/browse/box.  The term IN is a preposition “ used to indicate 

inclusion within space, a place, or limits” .  Attached as Exhibit “C” is a true and correct copy of

Dictionary.com's definition of the term IN, http://dictionary.reference.com/browse/in.

 

In order to be merely descriptive, the mark must immediately describe the goods to the prospective

purchaser, i.e., the prospective purchaser need not take mental steps to come to the conclusion that the

mark describes the particular goods in question.  In reviewing Applicant’s mark in its entirety and relying

upon the dictionary definitions provided above, Applicant’s mark has multiple meanings and therefore

susceptible to multiple connotations.  For example, some prospective purchasers are likely to perceive

Applicant’s mark as a substance by which a box is made waterproof (e.g., waterproof coating on a box

that makes the box waterproof).  As another example, some prospective purchasers may perceive

Applicant’s mark as an act or process of making a box waterproof.  As yet another example, some

prospective purchasers may perceive Applicant’s mark as a waterproof box.  None of the example

connotations provided above are analogous to waterproofing kits comprising building materials for

waterproofing buildings. 



 

Further inquiry or imagination is required when there are multiple meanings.  A prospective purchaser is

unlikely to, without further clues, immediately conclude what Applicant’s goods are until he or she

gathers further information (e.g., visit the Applicant’s website or read informational material relating to

the Applicant) in other to perceive the Applicant’s mark as it relates to the Applicant’s goods.   To come

to the conclusion that Applicant’s mark relates to waterproofing kits comprising building materials for

waterproofing buildings, the prospective purchaser must take a series of mental steps, prompted by further

information, to conclude that Applicant is a supplier of building materials, that the box is a waterproofing

kit comprising building materials, and that the building materials may be used for waterproofing buildings.

  These mental steps are necessary to make a conscious connection between Applicant’s mark and

Applicant’s goods to sufficiently conclude that Applicant’s goods may involve waterproofing kits

comprising building materials for waterproofing buildings.

 

Therefore, the combination of terms in Applicant’s mark creates a unique and inventive commercial

impression that requires some measure of imagination and mental steps on the part of the prospective

purchaser in order to grasp the import of the mark.  As such, Applicant’s mark is not merely descriptive

of Applicant’s goods.

 

Further, none of the excerpts that the Examining Attorney relies on in the Final Office Action disclose

marks with multiple connotations.

 

B. Suggestive marks are registrable on the Principal Register

Simply because a mark imparts information about a physical characteristic of the goods

does not render it incapable of functioning as a trademark.  See In re D.C. Comics, Inc., 215



U.S.P.Q. 394,396 (C.C.P.A. 1982).  A suggestive mark differs from a descriptive mark, which

immediately tells something about the goods or services. See In re Shutts, 217 USPQ 363 (TTAB

27 1983).  Suggestive marks, like fanciful and arbitrary marks, are registrable on the Principal

Register without proof of secondary meaning.  Therefore, a designation need not be devoid of all

meaning in relation to the goods and services to be registrable.  TMEP § 1209.01(a).

 

At most, Applicant’s mark is suggestive of waterproofing kits comprising building materials for

waterproofing buildings.  As stated above, suggestive marks are those that, when applied to the goods or

services at issue, require imagination, thought or perception to reach a conclusion as to the nature of those

goods or services. 

 

As discussed above, Applicant’s mark has multiple connotations.   To reach the conclusion that

Applicant’s mark relates to waterproofing kits comprising building materials for waterproofing buildings,

mental steps on the part of the prospective purchaser (in conjunction with gathering information

identifying the Applicant as a supplier of building materials) are required.  Therefore, the process of

recognizing that Applicant’s mark relates to waterproofing kits comprising building materials for

waterproofing buildings requires some thought.

 

Where imagination or forethought is required to reach a conclusion as to a key

characteristic of the product, the mark must be determined to be suggestive not descriptive.  In re WSI

Corporation, 1 U.S.P.Q.2d 1570, 1572 (TTAB 1986).  When the issue of whether the mark is suggestive

or descriptive is not clear, the question is resolved in favor of the applicant.  In re Gourmet Bakers, Inc.,

173 U.S.P.Q. 565, 565 (TTAB 1972).



 

Therefore, as Applicant’s mark is at most a suggestive mark, Applicant’s mark may be

registered on the Principal Register.

 

III.       CONCLUSION

Based on the foregoing remarks, Applicant respectfully submits that the application is in condition for

publication.  The Examining Attorney is invited to telephone the undersigned if it appears a phone

conference would further this application in any way.
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Signatory's Position: Attorney of Record, CA bar member

Signatory's Phone Number: 424-229-6800

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
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of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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